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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 1, 3, 5, 6-10, 14, 15, 18-22, and 24-38 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Razavi I (WO 96/35729) for the reasons of record 
given in the previous office actions and the reasons below. 

Regarding claims 1, 3, 6-10, 14, 18-22, 24-32, and 34-38 

Ravazi I teaches (table 4) that the metallocene and the activator can be 
combined at temperature up to 90 C and for times up to 120 minutes. 

With respect to the temperature of step (b) of 30-75 C. It is noted that Razavi I 
teaches a temperature for this step from 85- 100 C, although this temperature is 10 C 
higher, the claimed temperature would have been the result of routine experimentation 
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by one of ordinary skill in the art in an effort to optimize the catalyst activity while 
reducing reactor fouling by taking into consideration the polymerization parameters (i.e 
time, temperature, reactor type, pressure, etc.). It is further noted however that the 
addition of one component that is up to 125 C to another components that is up to 75 C, 
will result in a new composition with a temperature higher than 75 C, assuming equal 
heat capacities and equal volume solutions the resultant temperature would actually be 
100 C. 

Regarding claim 5 

The solubility of a catalyst in toluene is a property of the catalyst and as such is 
inseparable from the catalyst itself, and since the reference discloses catalyst that read 
on the instant invention, it would be expected to have these properties absent any 
evidence to the contrary. 

Regarding claim 15 

Razavi I teaches the catalyst is a dried solid (abstract) and further teaches that 
the product is a free flowing powder (page 10, line 35). 
Regarding claim 33 

Although, Razavi I does not teach the claimed drying temperature, Razavi I does 
disclose drying the product, however, the claimed drying temperature would have been 
the result of routine experimentation by one of ordinary skill in the art in an effort to 
optimize the catalyst activity while reducing reactor fouling by taking into consideration 
the polymerization parameters (i.e time, temperature, reactor type, pressure, etc.), 
absent any showing of unexpected results. 
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Claims 16 and 17 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Razavi I (WO 96/35729) as applied to claims 1, 3, 5-10, 14, 15, 18-22, 24-432, and 34- 
38 above, and further in view of Lee et al. (USP 5,367,037). 

Although, Razavi I is silent as to whether the catalyst is reslurried in mineral oil, 
Razavi does disclose/suggest the rest of the limitations of the claims, however, because 
Lee teaches that it is preferable to add the catalyst as either a solid or a mineral oil 
slurry, it would have been prima facie obvious to one of ordinary skill in the art at the 
time of invention to modify the teachings of Razavi I, by incorporating the catalyst as a 
mineral oil slurry, as suggested by Lee, with a reasonable expectation of success. 

Claims 1, 3, 5-10, 14-22 and 24-38 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Uwai (USP 6,420,501 ) as cited in and for the reasons of record 
given in paragraph 5 of the Office action dated 11/14/2006and the reasons below. 

Regarding claims 1, 3, 6-10, 14, 18-22, 24-32, and 34-38 

Uwai teaches (table 1 ) that the metallocenes and activator can be combined at 
temperatures up to 100 C and for times up to 60 minutes. 

With respect to the temperature of step (b) of 30-75 C. It is noted that Uwai 
teaches a temperature for this step of 100 C, although this temperature is 25 C higher, 
the claimed temperature would have been the result of routine experimentation by one 
of ordinary skill in the art in an effort to optimize the catalyst activity while reducing 
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reactor fouling by taking into consideration the polymerization parameters (i.e time, 
temperature, reactor type, pressure, etc.). It is further noted however that the addition of 
one component that is up to 125 C to another components that is up to 75 C, will result 
in a new composition with a temperature higher than 75 C, assuming equal heat 
capacities and equal volume solutions the resultant temperature would actually be 100 
C. 

Regarding claim 5 

The solubility of a catalyst in toluene is a property of the catalyst and as such is 
inseparable from the catalyst itself, and since the reference discloses catalyst that read 
on the instant invention, it would be expected to have these properties absent any 
evidence to the contrary. 

Regarding claim 15 

Uwai teaches drying the solid catalyst (column 17, lines 64-67). 
Regarding claim 33 

Although, Uwai does not teach the claimed drying temperature, Uwai does 
disclose drying the product, however, the claimed drying temperature would have been 
the result of routine experimentation by one of ordinary skill in the art in an effort to 
optimize the catalyst activity while reducing reactor fouling by taking into consideration 
the polymerization parameters (i.e time, temperature, reactor type, pressure, etc.), 
absent any showing of unexpected results. 
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Claims 16 and 17 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Uwai (USP 6,420,501) as applied to claims 1,3, 5-10, 14, 15, 18-22, 24-432, and 34-38 
above, and further in view of Lee et al. (USP 5,367,037). 

Although, Uwai is silent as to whether the catalyst is reslurried in mineral oil, 
Uwai does disclose/suggest the rest of the limitations of the claims, however, because 
Lee teaches that it is preferable to add the catalyst as either a solid or a mineral oil 
slurry, it would have been prima facie obvious to one of ordinary skill in the art at the 
time of invention to modify the teachings of Uwai, by incorporating the catalyst as a 
mineral oil slurry, as suggested by Lee, with a reasonable expectation of success. 



Response to Arguments 

Applicants argue against examiners contention that the declarations are not 
persuasive. Examiner does note the color photographs presented by applicants, as the 
original black and white were not discernable. 

Applicants argue against examiner assertion that the experiment did not use the 
closest parameters between the two disclosures. This is not persuasive as the 
references teaches a temperature up to 100 C and the experiment only used room 
temperature, further the instant claims teach a temperature from 60 to 125 C, but in the 
experiment 85 C was used as the temperature, clearly this is not a comparison of the 
closest parameters of the two references, contrary to applicants assertion that they 



Application/Control Number: 10/026,171 Page 7 

Art Unit: 1793 

were essentially identical. Therefore it can not be seen how applicant's results are 
unexpected. 

Applicants argue against the art rejections. 

Applicants argue that since the references fail to disclose that changing the 
temperature will affect the polymer, that this is not a result effective variable. This is not 
persuasive because it is well known in the art that almost any change in a catalyst will 
bring about changes in the polymer produced, however, the question is not whether a 
difference in temperature will bring about a change in the polymer, the question is are 
these results unexpected, and since the reference does teach adjusting the 
temperature, one skilled in the art would expect a change as a variable has been 
changed, absent evidence of some criticality. Furthermore, table 4 from Razavi shows 
mixing the metallocene and activator for up between 60 to 120 minutes and up to 90 C, 
and shows reactor fouling is better when mixed at 90 C vs. being mixed at 70 C, and 
Table 1 from Uwai shows reaction times and temperatures up to 60 minutes and 100 C. 
This teaching clearly contradicts applicant's arguments that the references fail to teach 
the heating step or the time period for that step. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JAMES E. MCDONOUGH whose telephone number is 
(571)272-6398. The examiner can normally be reached on 8:30am-5:00pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo can be reached on (571)272-1233. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Jerry A Lorengo/ 

Supervisory Patent Examiner, Art Unit 1793 
JEM 4/22/2008 



